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DETAILED ACTION 
Response to Amendment 

Examiner acl^nowledges receipt of Request for Continued Examination filed 
1 1/5/08. Examiner acl<nowledges receipt of amendments/arguments filed 9/1 1/08. The 
arguments set forth are addressed herein below. 

Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 1 1 2: 

The specification slnall contain a written description of the invention, and of the manner and process of 
malting and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 20-21 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the enablement requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to enable one skilled in the art to 
which it pertains, or with which It is most nearly connected, to mal<e and/or use the 
invention. In regards to claims 20 and 21 , the specification is silent to explicitly stating 
that the substrate assemble comprise only a first, second, and third substrate and that 
the second substrate comprise only conductive dots. The applicant has failed to point 
out within the specification where it explicitly states that the substrate assembly consists 
of only three substrates e.g. the assembly is strictly limited to only three substrates, or 
wherein the substrate can only or is limited to only conductive dots. Appropriate 
correction is required. 

Claim Rejections - 35 USC § 103 
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The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1, 3, 5-12, & 14-22 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Chi (US 2002/0111203). 

Claims 1, 12, 10, & 19: Chi discloses a base having a receiving area, wherein a 
plurality of removable puzzle pieces placed within the receiving/key unit area and 
cooperating or joined to form an assembled image. The base comprises of a sound 
generator connected to a power source. The receiving area comprises of a first and 
second substrate made of a conductive film (same material). The first substrate 
consists of the combination of a face panel (34) and a circuit contained film (31). 
The film (31) has a conductive longitudinal pattern and the second substrate has a 
conductive transverse pattern. The lines/patterns within the substrates of formed of 
silver gel and carbon power, which is known as a form of conductive ink. Both 
substrates overlap each other to form a conductive dot matrix and below the actual 
receiving area where the puzzle pieces are placed (H 20-22). The substrates are 
coupled to the control unit (sound generator). Both substrates are relatively 
displaceable to thereby permit contact between the conductive substrates upon 
pressing the selected portion of the image via the removable puzzle pieces such the 
substrates cooperate to form an electrical circuit thereby activating the sound generator 
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e.g. according fig. 1 the upper first substrate directly contacts placed puzzle 
pieces to produce sound (H 28-29). 

Chi fails to disclose the first and second substrates formed from the same piece 
of a single paperboard blank material. Chi discloses that the substrates are both made 

of a conductive film (see above). However, applicant fails to disclose that having the 
first and second substrates formed from the same piece of a single paperboard blank 
material or the substrates formed of paperboard blank material in general solves any 
stated problem or is for any particular purpose. Furthermore, Applicant discloses that is 
preferable (which is interpreted as not mandatory or required) for substrates to be 
formed of the same paperboard blank (H 5). Moreover, it appears that the substrates of 
Chi, or applicant's invention, would perform the same function of providing an electrical 
contact means for actuating sound when a puzzle piece is placed in a selected portion 
of the receiving area, regardless of the type of substrate material. Therefore, it would 
have been prima facie obvious to modify Chi to obtain the invention as specified in 
claims 1 & 12 because such a modification would have been considered a mere design 
consideration which fails to patentably distinguish over the prior art of Chi. 

Chi discloses that the puzzle pieces directly contacts the first substrate e.g. the 
combination of the face panel (34) and conductive film (31) (Fig. 1). Furthermore, in 
the alternative, applicant fails to disclose that having the removable pieces directly 
contacts one of the first or second substrates solve any stated problem, provides an 
advantage, or is for any particular purpose. Furthermore, Applicant discloses that is 
preferable (which is interpreted as not mandatory or required) that the substrates be 
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disposed immediately beneath the puzzle pieces 21 ). Moreover, it appears that the 
additional face panel 34 and the substrates of Chi, or applicant's invention, would 
perform the same function of providing an electrical contact means for actuating sound 
when a puzzle piece is placed in a selected portion of the receiving area, regardless of 
whether or not the puzzle pieces directly contacts the first or second substrates. 
Therefore, it would have been prima facie obvious to modify Chi to obtain the invention 
as specified in claims 1 & 12 because such a modification would have been considered 
a mere design consideration which fails to patentably distinguish over the prior art of 
Chi. 

Claims 3, 5, & 14: Chi further discloses a third substrate or isolating film that separates 
the first and second substrates from each other. The third substrate contains a plurality 
of through hole or apertures corresponding to the contacts or conductive patterns 
forming the dot matrix on the first and second circuit contained films or substrates (H 20- 
23). 

Claims 6 & 15: Chi does not explicitly teach of a the substrates being die cut, Chi does 
teach of cutout pieces such as puzzle pieces and electronic board pieces. It is obvious 
to one skilled in the art that a cutout piece must have had to be cut. 
Claims 7 & 16: Chi fails to disclose the substrates being separated by fold lines. Chi 
discloses the first, second, and third substrates as individual parts (Fig. 1). However, 
applicant fails to disclose that having the substrates separated by fold lines solves any 
stated problem or is for any particular purpose. Furthermore, Applicant discloses that 
alternatively the substrates may be formed of individual and separate panels (H 22), 
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which makes either means equivalent. Moreover, it appears that the individual 
substrates of Chi, or applicant's invention, would perform the same function of providing 
an electrical contact means for actuating sound when a puzzle piece is placed in the 
receiving area, regardless of whether the substrates are individual parts or one panel 
separated by fold lines. Therefore, it would have been prima facie obvious to modify 
Chi to obtain the invention as specified in claims 7 & 16 because such a modification 
would have been considered a mere design consideration which fails to patentably 
distinguish over the prior art of Chi. 

Claims 8 & 17: Chi does not explicitly teach of applying the conductive ink of the 
substrates in one printing operation, it is obvious for one skilled in the art to only use 
one printing operation to perform a printing action. This reduces costs since multiple 
printing operations cost more production cost and occupy more time to produce the 
product. Thus, it would be obvious for one skilled in the art to use only one printing 
operation to print the conductive ink on the substrates. 

Claims 9 & 18: Chi discloses that the first substrate contains at least a first and second 
portion (conductive lines), wherein when a particular puzzle piece corresponding to the 
first and second portion is pressed onto the first substrate area the first substrate come 
into contact with the second substrate forming a conductive dot matrix. The respective 
lines are thus connected though the contact with the second substrate (Figs. 1-6 & 
above). 

Claim 11: Chi discloses tabs on the first and second substrates that for placing in a slot 
of the base of the puzzle device (Fig. 1 ). 
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Claims 20: Chi discloses a base having a receiving area, wherein a plurality of 
removable puzzle pieces placed within the receiving/key unit area and cooperating or 
joined to form an assembled image. The base comprises of a sound generator 
connected to a power source. The receiving area comprises of a first and second 
substrate made of a conductive film (same material). The first substrate has a 
conductive longitudinal pattern and the second substrate has a conductive transverse 
pattern. The lines/patterns within the substrates are formed of silver gel and carbon 
power, which is known as a form of conductive ink. Both substrates overlap each other 
to form a conductive dot matrix and below the actual receiving area where the puzzle 
pieces are placed (H 20-22). The substrates are coupled to the control unit (sound 
generator). Both substrates are relatively displaceable to thereby permit contact 
between the conductive substrates upon pressing the selected portion of the image via 
the removable puzzle pieces such the substrates cooperate to form an electrical circuit 
thereby activating the sound generator (H 28-29). Furthermore, Chi further discloses a 
third substrate or isolating film that separates the first and second substrates from each 
other. The third substrate contains a plurality of through hole or apertures 
corresponding to the contacts or conductive patterns forming the dot matrix on the first 
and second circuit contained films or substrates, the third substrates keeps the contact 
points of the first and second substrate aligned and in spaced relation (U 20-23). 

Chi fails to disclose the substrates being separated by fold lines. Chi discloses 
the first, second, and third substrates as individual parts (Fig. 1). However, applicant 
fails to disclose that having the substrates separated by fold lines solves any stated 
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problem or is for any particular purpose. Furthermore, Applicant discloses that 
alternatively the substrates may be formed of individual and separate panels (H 22), 
which makes either means equivalent. Moreover, it appears that the individual 
substrates of Chi, or applicant's invention, would perform the same function of providing 
an electrical contact means for actuating sound when a puzzle piece is placed in the 
receiving area, regardless of whether the substrates are individual parts or one panel 
separated by fold lines. Therefore, it would have been prima facie obvious to modify 
Chi to obtain the invention as specified in claim 12 because such a modification would 
have been considered a mere design consideration which fails to patentably distinguish 
over the prior art of Chi. 

Furthermore, Chi fails to disclose the substrate assembly comprising only a first, 
second, and third substrate. However, applicant fails to disclose that having the 
substrate assembly comprising only a first, second, and third substrate solves any 
stated problem, provides an advantage, or is for any particular purpose. Moreover, it 
appears that the additional face panel 34 substrate and the other substrates of Chi, or 
applicant's invention, would perform the same function of providing an electrical contact 
means for actuating sound when a puzzle piece is placed in a selected portion of the 
receiving area, regardless of whether or not there is an additional substrate or there is 
only three. Therefore, it would have been prima facie obvious to modify Chi to obtain 
the invention as specified in claims 20 because such a modification would have been 
considered a mere design consideration which fails to patentably distinguish over the 
prior art of Chi. 
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Claim 21: Chi discloses a base having a receiving area, wherein a plurality of 
removable puzzle pieces placed within the receiving/key unit area and cooperating or 
joined to form an assembled image. The base comprises of a sound generator 
connected to a power source. The receiving area comprises of a first and second 
substrate made of a conductive film (same material). The first substrate has a 
conductive longitudinal pattern and the second substrate has a conductive transverse 
pattern. The lines/patterns within the substrates are formed of silver gel and carbon 
power, which is known as a form of conductive ink. Both substrates overlap each other 
to form a conductive dot matrix and below the actual receiving area where the puzzle 
pieces are placed (H 20-22). The substrates are coupled to the control unit (sound 
generator). Both substrates are relatively displaceable to thereby permit contact 
between the conductive substrates upon pressing the selected portion of the image via 
the removable puzzle pieces such the substrates cooperate to form an electrical circuit 
thereby activating the sound generator (H 28-29). Furthermore, Chi further discloses a 
third substrate or isolating film that separates the first and second substrates from each 
other. The third substrate contains a plurality of through hole or apertures 
corresponding to the contacts or conductive patterns forming the dot matrix on the first 
and second circuit contained films or substrates, the third substrates keeps the contact 
points of the first and second substrate aligned and in spaced relation (^ 20-23). 

Chi fails to disclose the second substrate having only a plurality of conductive ink 
dots. Chi discloses that the first substrate has a conductive longitudinal pattern and the 
second substrate has a conductive transverse pattern. The lines/patterns within the 
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substrates are formed of silver gel and carbon power, which is known as a form of 
conductive ink. Both substrates overlap each other to form a conductive dot matrix and 
below the actual receiving area where the puzzle pieces are placed (see above). 
However, applicant fails to disclose that the second substrate having only a plurality of 
conductive ink dots solves any stated problem or is for any particular purpose. 
Moreover, it appears that the substrates of Chi, or applicant's invention, would perform 
the same function of providing an electrical contact means for actuating sound when a 
puzzle piece is placed in a selected portion of the receiving area e.g. when a puzzle 
piece is placed on the first substrate, first substrate contacts the second substrate 
forming a closed circuit and actuating sound. The pattern whether it be conductive 
lines, conductive dots, or a dot matrix does not change the overall effect. Therefore, it 
would have been prima facie obvious to modify Chi to obtain the invention as specified 
in claims 20 because such a modification would have been considered a mere design 
consideration which fails to patentably distinguish over the prior art of Chi. 

Furthermore, Chi fails to disclose all the substrates formed from the same piece 
of a single paperboard blank material and having the same thickness. Chi discloses 
that the substrates are both made of a film, which implies the same type of film and 
thickness (see above). However, applicant fails to disclose that having all the 
substrates formed from the same piece of a single paperboard blank material (which 
encompasses same thickness) or the substrates formed of paperboard blank material in 
general solves any stated problem or is for any particular purpose. Furthermore, 
Applicant discloses that is preferable (which is interpreted as not mandatory or required) 
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for substrates to be formed of the same paperboard blank 5). Moreover, it appears 
that the substrates of Chi, or applicant's invention, would perform the same function of 
providing an electrical contact means for actuating sound when a puzzle piece is placed 
in a selected portion of the receiving area, regardless of the type of substrate material. 
Therefore, it would have been prima facie obvious to modify Chi to obtain the invention 
as specified in claims 20 because such a modification would have been considered a 
mere design consideration which fails to patentably distinguish over the prior art of Chi. 
Claim 22: Chi discloses the above with respect to claim 21 , but excludes the 
substrates being separated by fold lines. Chi discloses the first, second, and third 
substrates as individual parts (Fig. 1). However, applicant fails to disclose that having 
the substrates separated by fold lines solves any stated problem or is for any particular 
purpose. Furthermore, Applicant discloses that alternatively the substrates may be 
formed of individual and separate panels (If 22), which makes either means equivalent. 
Moreover, it appears that the Individual substrates of Chi, or applicant's invention, would 
perform the same function of providing an electrical contact means for actuating sound 
when a puzzle piece is placed in the receiving area, regardless of whether the 
substrates are individual parts or one panel separated by fold lines. Therefore, it would 
have been prima facie obvious to modify Chi to obtain the invention as specified in claim 
12 because such a modification would have been considered a mere design 
consideration which fails to patentably distinguish over the prior art of Chi. 

Response to Arguments 
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Applicant's arguments filed 9/1 1/08 have been fully considered but they are not 
persuasive. In regards to the enablement rejection with respect to claims 1 and 12, the 
rejection has been respectfully withdrawn. In regards to the enablement rejection with 
respect to claims 20 and 21 the rejection in maintained due to the above. Applicant 
argues the design choice rejections as improper because Examiner attempts to ignore 
the limitations. Examiner respectfully disagrees with the applicant; the limitations 
currently rejected as an obvious matter of design have been properly rejected. MPEP 
2144.04 states in summary, if the facts in a prior legal decision are sufficiently similar to 
those in an application under examination, the examiner may use the rationale used by 
the court. Examples directed to various common practices which the court has held 
normally require only ordinary skill in the art and hence are considered routine 
expedients are discussed below. If the applicant has demonstrated the criticality of a 
specific limitation, it would not be appropriate to rely solely on case law as the rationale 
to support an obviousness rejection e.g. in this scenario applicant has failed to 
demonstrate any criticality (e.g. limitations solving a stated problem, providing an 
advantage, or a particular purpose) within the specification to the limitations that the 
examiner considers mere design limitations. "Aesthetic Design Changes": It has been 
held within the courts (see In re Seid , 161 F.2d 229, 73 USPQ 431 (CCPA 1947)) that 
limitations directed to aesthetics that have no function cannot be relied upon to 
patentably distinguish the claimed invention from the prior art. 

Applicant argues that a modification to Chi such that the puzzle pieces directly 
contact the circuit barring substrates and a substrate subassembly with only a first. 
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second, and third substrate would destroy what Chi's invention is primarily drawn to and 
that Chi's invention is primarily drawn to providing a puzzle with an improved key 
structure. The examiner agrees that Chi's invention is geared to, but not limited to an 
improved key structure. Furthermore, Chi's invention refers to the entire substrate 
assembly as a key unit and not simply the face panel with keys 341 . Furthermore, Chi's 
in not limited to the purpose of providing an improved key structure, but also to 
providing a user with a puzzle sound generating device wherein when puzzle pieces are 
placed on the puzzle device respective sounds are generated. An artisan skilled in the 
art could arguably remove the face panel 34 of the substrate assembly of Chi and the 
device would still achieve the same function. For example, if a person were to place a 
puzzle piece on the puzzle device the pressure from the puzzle piece would cause the 
conductive pattern of first substrate to contact the conductive pattern of the second and 
as a result actuate sounds. The face pane! simply adds additional pressure to the 
conductive substrates, but is not necessarily required for the Chi's puzzle sound 
generating device to function. Furthermore, Applicant discloses that it is preferable 
(which is interpreted as not mandatory or required) that the substrates be disposed 
immediately beneath the puzzle pieces (If 21) e.g. meaning there could be additional 
layers there between. Therefore, the design/aesthetic rationale is proper because it 
would be considered a mere design consideration to modify Chi's invention with the 
above limitations and furthermore, would not destroy the prior art reference of Chi. 

In addition or alternatively, the examiner interprets the combination of the face 
panel and conductive film of Chi to be the first substrate that directly contacts the puzzle 
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pieces. In regards, to Claim 21 the applicant relies on having only conductive dots on 
one substrate and only conductive lines on another substrate. However, applicant has 
failed to distinguish any criticality over the "only" requirements to distinguish over the 
prior art of record. Furthermore, one can suggest or interpret the film 31 to contain 
both conductive dots and lines. Applicant argues that taking away a circuit in one 
film and adding only conductive dots would destroy the reference because the overall 
function of the invention would cease to exist. However, the Examiner respectfully 
disagrees because in actuality the pressure of the puzzle pieces forcing contact of both 
conductive films is what causes or forms a complete circuit e.g. if one film only had 
conductive dots the contact of the conductive dots on the second film would still provide 
the same function of completing circuit indicating to the processor which puzzle pieces 
have been placed. At least, in the above regards the rejection is maintained. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to TRAMAR HARPER whose telephone number is 
(571)272-6177. The examiner can normally be reached on 7:30am - 5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Peter Vo can be reached on (571 ) 272-4690. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Ronald Laneau/ 
Primary Examiner 
Art Unit 3714 
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